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NATIONAL METER COMPANY ». YONKERS
WATER COMMISSIONERS.

APPEAL FROM THE CIRCUIT COURT OF THE UNITED STATES FOR
THE SOUTHERN DISTRICT OF NEW YORK.

No. 192. Argued March 29, 1893, — Decided April 17, 1893,

Claims 3, 4, o and 6 of reissued letters patent No. 10,806, granted February
8, 1887 to the National Meter Company, as assignee of Lewis Hallock
Nash, for 1mprovements in water-meters, on the surrender of original
letters patent No. 211,582, granted to said Nash, January 21, 1879, are
not fringed by water-meters constructed according to letters patent
reissued to the Hersey Meter Company, No. 10,778, November 2, 1886, as
assignees of James A. Tilden, and to letters patent No. 357,159, granted
to James A. Tilden, Fehruary 1, 1887, and to letters patent granted to
said company as assignee of said Tilden, No. 385,970, July 10, 1888.

The Nash piston has a side-rocking movement across the centre of the
cylinder, upon successive bearing powmts made by the contact of a pro-
jection on the piston with the recess in the cylinder, or conversely and
the piston rotates upon its own axis, so that each projection comes
successively into each recess of the cylinder. But in the defendant’s
structure, there 1s no side-rocking, nor any rotary motion, and each pro-
jection 1n the piston always operates in connection with one particular
corresponding recess 1n the cylinder, and never leaves that recess.

In equiry. The case 1s stated in the opimon.

Mr J Edgor Bull and Mr Edmund Wetmore for appel-
lant.

Mr Frederwck P Fish and Mr Frederwch H. Betts, (with
whom was Mr George L. Roberts on the brief,) for appellee.

Mg. Jusricr Brarcarorp delivered the opimion of the court.

This 15 a suit i equity, brought 1 the Circuit Court of the
Umted States for the Southern District of New York, by the
National Meter Company, a New York corporation, agamst
the Board of Water Commissioners of the city of Yonkers,
another New York corporation, founded on reissued letters
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patent of the United States No. 10,806, granted February 8,
1887, to the plamtiff as assignee of Lewis Hallock Nash, for
mmprovements in water-meters. The application for the reissue
was filed December 18, 1886, on the surrender of original
letters patent No. 211,582, granted to said Nash, January 21,
1879, for improvements 1 water-meters, the application there-
for baving been filed September 4, 1878. The claims of the
reissue alleged to have been imnfringed are claims 38, 4, 5 and 6,
which are as follows:

“3. A piston for water-meters, pumps, and motors provided
with imternal water passages, and having alternate bearing
pomnts or projections and recesses adapted, by means of a
cylinder-chamber having alternate bearing pomnts or projec-
tions and recesses, to have an «ccentric or side-rocking move-
ment within and upon continually-changing lines across the
centre of said chamber to effect its division at two or more
pomts on its sides into receiving and discharging spaces c,
which communicate with the inlet and outlet.

“4, A piston for water-meters, pumps, and motors having
alternate bearing points or projections and recesses adapted,
by means of a cylinder-chamber having alternate bearing
ponts or projections and recesses, to have an eccentric or side-
rocking movement within and upon continually-changing lines
across the centre of said chamber to effect its division at two
or more pomnts on its sides mto receiving and discharging
spaces ce, which communicate with the mlet aud outlet, said
piston having a free movement within said cylinder, controlled
only by the shape of the cylinder, the shape of the piston and
the flow of water through the meter.

“5. A piston for water-meters, pumps, and motors having
alternate bearing points or projections and recesses adapted,
by means of a cylinder-chamber having alternate bearing
poimnts or projections and recesses, to have an eccentric or side-
rocking motion within and upon continually-changing lines
across the centre of said chamber to effect its division at two
or more points on 1ts sides mto recerving and discharging
spaces c¢¢, which communicate with the imlet and outlet, said
piston bemng formed of hard rubber and having a free move-
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ment within said cylinder controlled by the shape of the
piston, the shape of the cylinder, and the flow of the water
through the meter.

“6. A piston for water-meters, pumps, and motors having
alternate bearing points or projections and recesses adapted,
by means of a cylinder-chamber having alternate bearing
pornts or projections and recesses, to have an eccentric or side-
rocking movement within and upon continually changing lines
across the centre of said chamber to effect its division at two
or more pomnts on its sides mto receiving and discharging
spaces ce, which communicate with the mlet and outlet, com-
bined with ports controlled by said piston itself m its motion
within said chamber.”

The defences set up 1n the answer are (1) that the reissue 1s
mvalid as to the said four claims, because 1t was applied for
and secured eight years after the grant of the original patent,
not for the purpose contemplated by the statute, of correcting
any error that arose from inadvertence, accident or mistake,
but for the purpose of changmg the patent so that it would
claim combinations of devices which were not the subject of
the claims of the original patenf, nor described theremn as
bemng the mventions of Nash for which he obtamned said
origmal patent, i order that, by means of the reissue, the
plamntiff might prevent the Hersey Meter Company, which
manufactured the meters used by the defendant, and had
assumed the defence of the suit, from carrying on its busmess,
and, further, on the ground that Nash and the plantiff
unreasonably and fraudulently delayed undertaking to correct
the alleged defects by a reissue, and did not make application
for the reissue until the Hersey company had made and sold
large numbers of meters of the type m question, and that the
reissue was applied for and obtamned for the sole purpose of
procuring a new patent for other and different inventions
from those forming the subject-matter of the claims of the
original patent, and, further, that the reissue was procured
by deceiving the Patent Office, and by fraudulent and untrue
representations to that office, and that any right to the reissue
was forfeited by the plamtiff’s delay and laches, 1n not apply-
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mg for it until long after the plamtiff had full knowledge of
all the facts upon which such application purported to be
based, and long after the Hersey company had made, sold and
mtroduced mto use meters identical with those used by the
defendant , (2) that Nash did not particularly pont out and
distinctly claim the part, improvement or combination which
he claimed as his mnvention or discovery, but, on the contrary,
wilfully and fraudulently made his claims, m the original
patent and the reissue m ambiguous language, mtended
to mislead the public, with the view of making it difficult to
determme the real scope of his claims, and of reserving
the right to contend for sauch interpretation thereof as the
exigencies of any particular case might, m his judgment
or that of his assignee, require,, (3) non-nfringement, and
that the meter used by the defendant 1s substantially different,
n construction and mode of operation, from the meter of the
reissue; and that no mvention 1s shown or described in the
reissue upon which 1s, or could have been based any claim
which would be mfringed by the defendant’s meter.

Proofs were taken, and the case was heard before Judge
Wallace, who delivered an opinion, (38 Fed. Rep. 588,) hold-
mg that the defendant’s meter did not infringe any of the’
claims 1 question, and entered a decree dismissing the bill,
with costs. From that decree the plamntiff appealed to this
court.

We do not find it necessary to consider the question of the
validity of the reissue, because we are of opinion that the
decree of the Circuit Court must be affirmed on the ground
that the defendant has not mfringed.

The original patent had eight claims, as follows

“1. A piston for water-meters, pumps, and motors having
alternate bearing pomts or projections and recesses adapted,
by means of a cylinder-chamber having alternate bearing
points or projections and recesses, to have an eccentric or side-
rocking movement within and upon continually-changing lines
across the centre of said chamber to effect its division at two
or more pomts on its sides mto receiving and discharging
spaces c¢, which commumicate with the mlet and outlet.
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“2. The piston of a water-meter, pump, or motor con-
structed with alternate recesses and bearing points or pro-
Jections @ and b, and a cylinder-chamber having alternate
wall-recesses and bearing points or projections o' and ¥,
adapted to intermatch with each other at one or more bearing
pomnts at one side of the cylinder and allow the projections of
each part to bear upon and to pass each other at two or more
points at a different side of the chamber, to allow the piston
to revolve while it also rocks in constantly-changing lines
across the centre of the cylinder-chamber, for the purpose
stated.

“3. The piston of a water-meter adapted to have an eccen-
tric or side-rocking movement across the centre of the cylinder
chamber and a revolving motion, combined with a registering
mechanism by means of a free or shifting connection acting
with the continually-changing side-rocking movements of the
piston while maintaiming a driving relation with the dial
mechanism.

“4. The combination, with a piston having an eccentric or
side-rocking motion across the centre of the cylinder-chamber
and a revolving motion around its own centre to divide the
-cylinder at two or more bearing points on its sides, of a valve
controlled by the movements of said piston and adapted to
open and to close receiving and discharging ports m succes-
sion, to effect the purpose stated.

“5. A rotary piston having a valve formed therem by
opposite end ports or depressions, and adapted to act, in
connection with receiving and discharging ports or passages
n the cylinder-chamber, to form a valve and piston, into and
through which the water entering at the inlet-cvlinder end
ports passes through one end of the valve into the cylinder on
one side thereof, and, reéntering the valve from the other
side of said cylinder, passes out at the opposite end ports of
said valve, to effect the purpose stated.

“6. A rotary valve-piston having opposite end ports dd’
communicating with the piston sides by diagonal passages e,
1 combination with a cylinder having receiving and discharg-
g ports, communicating with said opposite valve end ports
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and with the receiving and discharging spaces of said cylinder,
whereby said valve opens some and closes others of its ports
1 succession, and to effect the equalization of the pressure of
the water at right angles to the direction of the side-rocking
and rotary movements of the said valve-piston, as stated.

“7. The inlet device L, having side walls, a perforated end,
and an open-end bearing rim, seated adjustably in and forming
the inlet-port J of the cylinder-chamber, in combination with
the rotary piston, against one end of which the said device
bears, for the purpose stated.

“8. The spaces or recesses ¢’ 1n the walls of the cylinder,
between the bearing points &' and the recesses ¢/, 1n combina-
tion with the piston having alternate bearmg pomnts and
recesses, whereby to prevent the choking of the flow and
msure a uniform action of a piston adapted for operation with
a side-rocking motion across the centre of the cylinder and a
rotary motion around its own centre.”

The meters alleged to infringe were constructed under
patents granted to Hersey Brothers, as assignees of James A.
Tilden. The first one was No. 324,503, dated August 18, 1885,
on an application filed December 22, 1884, for a rotary flmd-
meter. It was reissued to the Hersey Meter Company,
November 2, 1886, as reissue No. 10,778, on an application for
reissue filed September 30, 1886. Another patent was granted
to James A. Tilden, February 1, 1887, No. 357,159, on an
application filed August 15, 1885, for a water-meter with a
revolving, non-rotating piston. A third patent was granted
to the Hersey Meter Company, as assignee of James A. Tilden,
No. 885,970, for a rotary flmd-meter, July 10, 1888, on an
application filed January 25, 1887. The manufacture of the
alleged nfringing meters was begun, a large number of them
were put upon the market, and they were extensively adver-
tised, prior to the filing of the application for reissue No.
10,806.

Nash took one form of the Galloway rotary engine, that
described 1 Reuleaux’s “Kinematics of Machinery,” translated
by Kennedy and published in London, England, 1n 1876, and
made 1mprovements upon it which were necessary and valu-
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able to adapt it for practical use as a water-meter. The
Galloway engine was a steam engine. At that time, 1t was
well known that steam and water engines, whether rotary or
reciprocating, could be used as meters to measure the flow of
fluuds passed through them, and various forms of both kinds
had been used as meters. The original patent of Nash states
that it 1s contemplated to use the apparatus as a motor or as a
pump, and so does the reissue.

Galloway had patented another form of engine in England,
by English patent No. 11,485, sealed December 14, 1846, and
specification enrolled June 14, 1847. Tilden, the mventor of
the defendant’s water-meter, took the form of this latter Gal-
loway engine, and made such 1mprovements upon it as were
necessary to adapt 1t to practical use as a water-meter. Both
Nash and Tilden supplied the arrangements of ports and dis-
charging spaces necessary for the special form of piston and
cylinder-chamber 1n the respective Galloway engines, adding
also a registering device, to operate by attachment to the piston.
In the Galloway engine described 1 the “XKinematics,” there
1s a piston having projections and a cylinder having recesses,
but the recesses are more 1 number than the projections on
the piston. In the engine of Galloway’s patent of 1846, the
piston has the same number of projections that the cylinder
has of recesses. In the engme in the “Kinematics,” and
the plantiff’s apparatus, the piston has a side rocking move-
ment across the centre of the cylinder, upon successive bearing
points made by the contact of a projection on the piston with
the recess 1 the cylinder, or conversely ; and the piston rotates
upon its own axis, so that each projection comes successively
into each recess of the cylinder. But in the piston of Gallo-
way’s patent, and 1 the defendant’s structure, there is no
side rocking, nor any rotary motion, and each projection on
the piston always operates in connection with one particular
corresponding recess m the cylinder, and never leaves that
recess.

The descriptions of the apparatus in the original and reissued
patents of Nash are the same , but in reissue No. 10,806 there
1s a disclaimer 1n these words, which was not mn the onginal
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specification “I do not claim, broadly, a piston for water-
meters, pumps, and mofors having alternate bearing points or
projections and recesses adapted, by means of a cylinder-
chamber having alternate bearing points or projections and
recesses, to have an eccentric or side-rocking movement within
and upon continually-changing lines across the centre of said
chamber to effect its division at two or more pomnts on its
sides 1mto recetving and discharging spaces c¢, which commu-
nicate with the inlet and outlet, as a motor having a piston
of substantially such construction and movement within a
cylinder-chamber having such construction 1s shown and de-
scribed 1n the English patent of Elijah Galloway, December
14, 1846, No. 11,485, but what I do claim are said elements
m combination with additional elements, as heremafter speci-
fied, thereby limiting my claims to the novel features embraced
1n my meter.”

In all of the eight claims of the original patent, except
claim 1, a piston revolving about its centre was an element 1n
the combination claimed, and it 1s a feature 1n each one of
clamms 3, 4, 5 and 6 of the reissue. The theory upon which
the disclaimer was 1nserted appears to have been that claim 1
of the origmal patent did not specify a piston revolving about
its centre, and therefore was sufficiently broad to nclude the
arrangement 1 the Galloway patented engine of 1846. But
it does not seem doubtful that such a piston was a necessary
element of claim 1 of the original patent, and that it forms an
element of every new claim of the reissue. The only piston
described 1n the specification of the original patent, and, there-
fore, the only one which could have been referred to1n claim 1
of the origmnal patent,1s one having the side rocking and
rotating movement which constitutes the compound motion
described 1n the origimal specification, which motion 1s due to
the fact that the piston has one or several less projections than
the cylinder has recesses. The defendant’s meter does not
bave such a piston, and, therefore, does not infringe any of
the clauns of the reissue.

The forms of the two Galloway engines are essentially dif-
ferent, and necessitate a different construction and arrange-
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ment of the codperating devices, to adapt them to efficient
service as water-meters. As said by the Circuit Court n 1ts
opmion “The mventions of Nash and Tilden commence
upon different lines and result 1n a combination having a dif-
ferent mode of operation. The time and order of controlling
the valves differ in each, and require a different arrangement
of the valve ports, with reference to the valves which open
and close them. In Nash’s meter the ports for both entrance
and discharge of water are in the ends or sides of the piston,
while in Tilden’s the ports are not m the piston, but in the
ends or heads of the cylinder case, and are so located that the
contact of the piston with the cylinder divides each recess into
one filling and one discharging passage. In the former the
ends of the cylinder act as the valves, 1n the latter the piston
itself acts as the valves. In Nash’s meter the rotary and side
rocking or compound movement of the piston opens some and
closes others of the ports 1 succession, in such a manner as
to equalize the pressure of the water at right angles to the
direction of the movements of the piston. In Tilden’s meter
it 1s an essential feature that there shall be not merely water
pressure which moves the piston about the cylinder-chamber,
but additional side pressure, which, in Nash’s meter, must be
avolded, and it 1s only because 1t has a pressure of water not
found 1n Nash’s meter that 1t 1s operative at all.”

In the Nash reissue, it 1s required that the piston patented
should have an “eccentric or side-rocking motion across the
centre of a cylinder-chamber to effect its division at two or
more polwnts into receiving and discharging spaces.” But the
defendant’s piston has no such motion, and the cylinder-cham-
ber of its meter 1s not divided by the piston “at two or more
points, into receiving and discharging spaces,” in the sense of
the Nash reissue.

In the Nash reissue, it 1s required that “ with this eccentric
or side-rocking action the piston also revolves round its own
centre, for as the piston rocks from one bearing
pomt to another directly across the centre of the cylinder it
1s ab the same time revolved.” But the defendant’s piston
has no motion of revolution about its own centre.

I\
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In the Nash reissue, it 1s required that “in the rotation of
the piston around its own centre one or more projecting bear-
g poimnts of the piston will pass mnto corresponding recesses
at one point of the cylinder, and 1n contact with and over one
or more projecting bearing points of the cylinder at a different
point, thereby always maintaining a direct contact of the piston
and cylinder at two or more dividing points within the con-
tinually changing cylinder spaces.” But m the defendant’s
meter, the bearing pomnts of the piston are always mn ther
own special recesses 1n the case, and are never 1n contact with,
and never pass over, any of the projecting bearing poimnts of
the cylinder; and there never 1s a direct contact of the piston
and cylinder at two or more dividing pownts, within the mean-
mg of the Nash reissue.

In the Nash reissue, it 1s required that the valves should
be “arranged so that the cylinder spaces on one side of the
piston as it revolves have free inlet for the water through one
set of the valve ports, while the spaces on the other side of
the piston have free outlets for the water through the other
ports of the valve.” Butm the defendant’s meter, the divis-
1on between the inlet and outlet ports is not made by the
piston, and all the displacement of the water 15 effected 1n the
mdividual chambers of the cylinder, and no two chambers are
ever connected while measuring water.

In the Nash reissue, it 1s required that the valves should so
open and close the ports mn succession “as to keep the line of
pressure of the water as nearly as possible at right angles to
the direction of the eccentric or side-rockmg and rotary move-
ments of the piston, and thereby avord any undue lateral pres-
sure of the water upon the piston.” But in the defendant’s
meter, the motion of the piston 15 of an entirely different char-
acter. The “lateral pressure of the water upon the piston,”
which the Nash structure 1s designed to avoid, 1s an essential
feature of the operation, and without it, the piston of the
defendant’s meter would not be kept up against the side of
the case, and no water could be measured.

In the Nash reissue, it 15 required that when a separate
valve controlled by the piston 1s not employed, the valve 1s
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“formed by inlet and outlet opemngs or ports mn the ends of
the piston communicating by means of passages 1 or through
the piston with the spaces of the cylinder.” But in the
defendant’s meter, no separate valve 1s employed, and there
are no ports 1n the ends of the piston, and no passages m or
through the piston, which communicate with the spaces of the
cylinder, the single passage 1 the centre of the defendant’s
piston 1s a portion of the discharge-pipe, and it 1s required
only mn order to accommodate the water discharged at the
bottom of the meter (a double discharge, namely, at the top
and bottom of the meter, being used for the purpose of bal-
ancing the piston).

In the Nash reissue, it 1s required that the piston and
cylinder should have “ bearing or contacting surfaces
formed by alternate recesses a¢' and projections db' of such
form or configuration as to allow of the rotation of the piston
not only upon its own axis but around and across the centre
of the cylinder, and the space within the cylinder must be of
such form and sufficiently larger than the piston H to allow
it to have this compound motion.” But n the defendant’s
meter, the projections and recesses are of such form as to pre-
vent the rotation of the piston upon its own axis, and also to
prevent its motion around and across the centre of the cylin-
der, and the space within the cylinder 1s not of such form as,
and not sufficiently larger than the piston, to allow the latter
to have that compound motion.

In the Nash reissue, it 1s stated that “the object of this
compound motion 1s to form bearing pomnts or lines of contact
of the piston with the cylinder-walls on opposite sides thereof,
at the same time, as shown m Figs. 3 and 12, whereby to
divide the cylinder mto receiving and discharging spaces.”
But n the defendant’s meter, no bearing points, or lines of
contact of the piston with the cylinder-walls, on opposite sides
thereof at the same time, are formed, and the receiving and
discharging spaces are differently situated, and are divided in
an entirely different way and on different lines.

In the Nash reissue, 1t 1s required that “of whatever form
these alternate recesses and projections, they must be such
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that while they are m contact upon one side of the cylinder
they must also at the same time have a contact at the opposite
or a different side of said cylinder, and 1n this way divide the
cylinder nto spaces.” Butin the defendant’s meter, the pro-
jections and recesses are of such form that such required mode
of dividing the cylinder into spaces by contacts on opposite or
different sides of the cylinder 1s 1mpossible.

In the Nash reissue it 1s stated that “in this contact it will
be observed that upon one side of the cylinder aud piston such
contact takes place betieen a recess and projection, or inter-
mediately between these pornts, while upon the opposite side
such contact 15 made by corresponding projections, as shown
m Figs. 3 and 12.” But n. the defendant’s meter, no such
contact ever takes place, and there 1s no contact upon opposite
sides of the cylinder, and 1n each particular chamber, receiv-
g and discharging spaces are formed by that projection of
the piston which 1s 1 that chamber from the first and never
leaves it.

In the Nash reissue, it 1s stated that “the compound motion
of the piston and the contacting diniding points are due to the
fact that the piston has one or more less points of projection
than the cylinder.” DBut in the defendant’s meter there are
the same number of projections on the piston and on the cyl-
mder, and consequently no compound motion of the piston 1s
possible.

In the Nash reissue, it 1s stated that the function of either
form of valve described “is to regulate the flow of water in
and out of the spaces of the cylinder i such manner as to pro-
duce the compound rotation and cross movement of the
piston.” But mn the defendant’s meter, the water 1s admitted
and discharged 1n such a way as to prevent any motion of the
piston except a sliding movement, which 1s neither a compound
rotation nor a cross movement, within the meaning of the
Nash reissue.

In the Nash reissue, it 1s required that the valve and piston
should “codperate to produce the results stated,” viz., the com-
pound motion of the piston and the proper control of the flow
of the water n and out of the spaces of the cylinder. But m.



